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REMARKS 

Remarks 

Reconsideration of the pending claims in view of the above 
amendments and following remarks is respectfully requested. 

Claims 1, 2, 4, 5 and 8-10 are amended. Claims 13 and 14 are 
withdrawn. New claims 15 and 16 are added. 

Claim 1 is amended by deleting the phrase "in dependence on whether 
or not one or more predetermined criteria", claim 2 is amended by clarifying the 
criteria to be satisfied be deleting "whether or not" and by specifying the static surface 
tension of the second criterion to be less than about 28mN/m, which feature was 
introduced from Claim 4. Claim 4 has been amended by deleting "less than about 
28mN/m, preferably", claim 5 has been amended by deleting "preferably 0.25 log 
units", which has been inserted as a feature in new claim 15. Claim 8 has been 
amended to delete "typically" and to clarify that n represents one or more of a series 
of values. Claim 9 has been amended to delete "preferably from about 0.01% to 
about 1 .0%", which has been inserted as a feature in new claim 16. Claim 10 has 
been amended to correct the spelling of fluoro. 

Applicants thank Examiner Cameron for the indication of allowable 
subject matter and the acknowledgement that claim 1 would be allowable if rewritten 
or amended to over come the rejection under 35 USC § 1 12, second paragraph, and 
that claims 2-12 would be allowable if rewritten to overcome the rejection under 35 
USC §112. 

Election/restriction 

In response to the Restriction requirement, the provisional election 
made on September 27, 2004 to prosecute the invention of Group I (i.e. claims 1 to 
12) is confirmed. Claims 13 and 14 have accordingly been withdrawn. 

With regard to the requirement to elect for prosecution a single one of 
the species disclosed in claims 6, 7 & 8, it is noted that whilst a provisional election 
was made on September 27, 2004 to prosecute claims to the surfactant of claim 6, the 
Examiner has rejoined claims 7, 8 and 10 to the application and examined them. 
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35 USC 8 112. first paragraph 

Claims 1 and 6-12 were rejected under 35 USC § 1 12, first paragraph, 
for the reason, according to the Office Action, that the specification does not 
reasonably provide enablement for any criteria, although the enablement of criteria of 
the relationship between critical aggregation concentration and dynamic surface 
tension and static surface tension is acknowledged. According to the Office Action, 
the specification does not enable any person skilled in the art to which it pertains, or 
with which it is most nearly connected, to make and use the invention commensurate 
in scope with these claims. For at least the following reasons, Applicant traverses the 
rejection. 

Claim 1 has been amended by deleting the phrase "in dependence on 
whether or not one or more predetermined criteria", which, it is submitted, overcomes 
the 35 USC § 1 12 rejection since claim 1 does not require that criteria not described in 
the application be met, but rather that the surfactant is selected so as to control the 
size of the bubbles, a step in the method not known and not obvious over the prior art 
and which an example of is described in the specification whereby certain criteria, 
such as the relationship between critical aggregation concentration and the midpoint 
of the dynamic surface tension curve, are met. 

For at least the above reason, reconsideration and withdrawal of the 
rejection is in order. 

For the same reasons as above* reconsideration and withdrawal of the 
rejection with respect to claims 6-12 is also requested. 

35 USC S 112. first paragraph 

Claims 2-5 and 8-9 were rejected under 35 USC § 1 12, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim 
the subject matter of the invention. The Office Action identified five terms or 
phrases, which may be found in paragraphs 12a to 12e of the Office Action, which 
were allegedly vague or lacked clarity. For at least the following reasons, Applicant 
traverses the rejection. 

The claims have been amended for clarification in regard to the terms 
or phrases identified in paragraphs 12a to 12e of the Office action. It is submitted that 
Claims 2-5, 8 and 9 now satisfy the requirement to particularly point out and 
distinctly claim the subject matter of the invention. 
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For at least the above reason, reconsideration and withdrawal of the 
rejection is in order. 

In view of the foregoing remarks, reconsideration of the above- 
identified patent application is respectfully requested. Prompt and favourable action 
by the Examiner is earnestly solicited. Should the Examiner require anything further, 
the Examiner is invited to contact Applicants' representative. 

Respectfully submitted 

Attorney for Applicants 
Registration No. 30,721 



Chris Konkol 
Rochester, NY 14650 
Telephone: (585) 722-0452 
Facsimile: (585) 477- 1 1 48 



